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REMARKS 

Claims 1, 2, 4-14, 16-26, and 28-36 are currently pending in the case. Applicant 
respectfully requests reconsideration of claims 1, 2, 4-14, 16-26, and 28-36 in light of the 
following remarks. 

Claim Rejections - 35 U.S.C. § 103 Over Herz In View Of Johnsen 

Claims 1,4-11, 13, 16-23, 25, and 28-35 stand rejected for obviousness under 35 U.S.C § 
103(a) as being unpatentable over Herz, (U.S. Publication No. 2001/0014868 Al) in view 
of Johnsen (U.S. Patent No. 5,250,789). To establish a prima facie case of obviousness, 
the combination of Herz and Johnsen must teach or suggest all of Applicant's claim 
limitations. Manual of Patent Examining Procedure §2142.; In re Royka, 490 F.2d 981, 
985, 180 USPQ 580, 583 (CCPA 1974). Applicant's independent claim 1 claims "a 
computer-implemented method for administering a shopping list for a user" that includes, 
among other elements, "creating, by a processor, a shopping list for the user in 
dependence upon the user purchase history, wherein creating a shopping list for the user 
in dependence upon a user purchase history comprises retrieving a store location of an 
item and inserting the store location of the item in the shopping list." The Office Action 
at page 3 admits that Herz does not teach this element of claim 1 . The Office Action at 
page 3 attempts to cure the deficiencies of Herz with Johnsen citing column 4, lines 53- 
63: 

Johnsen teaches a method for displaying a shopping list to the user 
wherein the store location for each item in the shopping list is obtained 
and displayed (col. 4, lines 53-63). 

That is, the Office Action takes the position that Johnsen discloses retrieving a store 
location of an item and inserting the store location of the item in the shopping list as 
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claimed in claim 1, at column 4, lines 53-63. Applicant respectfully notes in response, 
however, that what Johnsen at column 4, line 53 - column 5, line 5, in fact discloses is: 



The present invention is directed to apparatus designed to assist or 
organize and inform shoppers. A shopping list display system of the 
present invention is provided with a keyboard, a disk drive, a scanner 
and/or a serial port, any of which may be used for receiving data 
corresponding to a shopping list. The display system is in communication 
with a database to obtain the store location for each item in the shopping 
list. An organizing program is operable in the display system for 
organizing the shopping list in order of the store location for the items on 
the list. A display unit is provided so that the shopper may view the list of 
items for purchase in order of their store location. The display system may 
be mounted on a shopping cart for the convenience of the shopper. A 
product code scanner may be provided with the display system for 
inputting products as they are pulled from the shelves and added to the 
shopping cart. When the shopper has input either a list of coupons or 
scanned coupons in the shopper's possession into the display system, the 
system is able to notify the shopper when an item selected for purchase 
corresponds to one of the coupons. 

Column 4, line 53 - column 5, line 5 disclose a shopping list display system with an 
organizing program for organizing the shopping list in order of the store location for the 
items on the list. The shopping list display system of Johnsen also includes a display unit 
so that the shopper may view the list of items for purchase in order of their store location. 
Johnson does not teach retrieving a store location of an item and inserting the store 
location of the item in the shopping list as claimed in claim 1 . The cited sections of 
Johnsen describe organizing a list according to location but do not disclose inserting the 
locations in the list itself such that the user may view the store location of each item in 
the shopping list. That is, the list of Johnsen is only sorted by location but those locations 
are not displayed in the list itself. Retrieving a store location of an item and inserting the 
store location of the item in the shopping list as claimed in claim 1 allows users to 
determine on their own motion which items to collect and informs those users of the 
specific store location of the item. Johnsen does not teach or suggest the limitation 
against which it is cited. The combination of Herz and Johnsen therefore do not teach or 
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suggest each and every element of claim 1 and cannot establish a prima facie case of 
obviousness. The rejection should be withdrawn. Applicant respectfully requests 
reconsideration of claims 1,4-11,13, 16-23, 25, and 28-35. 

Furthermore, claim 1 recites "creating, by a processor, a shopping list for the user in 
dependence upon the user purchase history ..." In contrast to claim 1, Johnsen discloses 
a shopping list display system with an organizing program for organizing the shopping 
list in order of the store location for the items on the list. Johnsen does not disclose 
creating a shopping list for the user in dependence upon the user purchase history. As 
such, the rejection should be withdrawn. Applicant respectfully requests reconsideration 
of claims 1,4-11,13, 16-23, 25, and 28-35. 

Relations Among Claims 

For the reason discussed above, the proposed combination of Herz and Johnsen does not 
establish a prima facie case of obviousness for independent claim 1 in the present 
application. Independent claim 1, therefore, is allowable. Independent claims 13 and 25 
claim system and computer program product aspects, respectively, of the method claimed 
in independent claim 1 . Independent claims 13 and 25 are allowable because 
independent claim 1 is allowable. The rejections of independent claims 1,13, and 25, 
therefore, should be withdrawn, and claims 1,13, and 25 should be allowed. 

Claims 4-1 1 depend from independent claim 1. Claims 16-23 depend from independent 
claim 13. Claims 28-35 depend from independent claim 25. Each dependent claim 
includes all of the limitations of the independent claim from which it depends. Because 
the combination of Herz and Johnsen does not teach or suggest each and every element of 
the independent claims, so also the combination of Herz and Johnsen cannot possibly 
teach or suggest each and every element of any dependent claim. The rejections of 
claims 4-11, 16-23, and 28-35 therefore, should be withdrawn, and these claims also 
should be allowed. 
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Claim Rejections - 35 U.S.C. § 103 Over Herz In View Of Johnsen 
And Further In View Of Vansaka, etal. 



Claims 2, 12, 14, 24, 26, and 36 stand rejected for obviousness under 35 U.S.C § 103(a) 
as being unpatentable over Herz, (U.S. Publication No. 2001/0014868 Al) in view of 
Johnsen (U.S. Patent No. 5,250,789) and further in view of Vansaka, et al. (U.S. 
Publication No. 2004/0093274). To establish a prima facie case of obviousness, the 
combination of Herz, Johnsen, and Vansaka must teach or suggest all of the claim 
limitations of dependent claims 2, 12, 14, 24, 26, and 36. In re Royka, 490 F.2d 981, 985, 
180 USPQ 580, 583 (CCPA 1974). The Office Action relies on the previous 35 U.S.C § 
103 rejection above combining Herz and Johnsen to reject independent claims 1,13, and 
25. As Applicant has demonstrated above, the proposed combination of Herz and 
Johnsen does not teach or suggest each and every element of independent claims 1,13, 
and 25 . Dependent claims 2, 12, 14, 24, 26, and 36 depend from independent claims 
respectively and include all of the limitations of the claims from which they depend. 
Because the proposed combination of Herz, Johnsen, and Vansaka relies on the argument 
that the proposed combination of Herz and Johnsen teaches or suggests each and every 
element of independent claims 1,13, and 25, and because the combination of Herz and 
Johnsen does not teach or suggest each and every element of independent claims 1,13, 
and 25, the proposed combination of Herz, Johnsen, and Vansaka cannot teach or suggest 
all the claim limitations of claims 2, 12, 14, 24, 26, and 36. The proposed combination of 
Herz, Johnsen, and Vansaka, therefore, cannot establish a prima facie case of 
obviousness, and the rejections should be withdrawn. 
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Applicant respectfully requests that the rejection of claims 1, 2, 4-14, 16-26, and 28-36 be 
withdrawn and the case allowed. The Commissioner is hereby authorized to charge or 
credit Deposit Account No. 09-0447 for any fees required or overpaid. 



Date: August 15, 2006 




FH Artousn Ohanian" 
Reg. No. 46,022 
Biggers & Ohanian, LLP 
P.O. Box 1469 
Austin, Texas 78767-1469 
Tel. (512) 472-9881 
Fax (512) 472-9887 
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